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Application Papers 
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Art Unit: 2157 

DETAILED ACTION 
Status of Claims 

1 . This action is responsive to amendment filed on October 27, 2006. Claims 22-25 are 
pending examination. 

Response to Arguments 

2. Applicant's arguments, filed 10/27/2006, with respect to the rejection(s) of claim(s) 22- 
25 under 102 (e) have been fully considered and are not persuasive. 

3. Applicant argues that claims 22-24 constitute statutory subject matter. 

In reply, AppHcant has merely repeated the language of the claims while failing to 
demonstrate how the claims are statutory. Applicant has not sufficiently addressed how the 
claims are not an abstract idea, and how the claims are not a program per se. Furthermore, 
Applicant has not amended the claims to overcome this rejection. 

4. Applicant has not responded to the Provisional Double Patenting Rejection and therefore 
the rejection is maintained. 

5. Applicant argues that Hill does not disclose each limitations in the claimed invention. 
In reply, Applicants claim language is very broad. The claims are broadly interpreted 

where Hill satisfies anticipation of the claims. Regarding the limitation of "determining a 
solution scope for the technical framework to be created, the solution scope guided by an 
information technology services contact with the customer, the solution scope based on common 
practices for delivering certain types of information technology services'', this is interpreted as 
Hills teaching of utilizing a computer program for representing an IT infrastructure of an 
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organization into an interactive user interface, "determining a solution scope for the technical 
framework to be created" is interpreted as Hills teaching of representing an IT infrastructure. 
''the solution scope guided by an information technology services contact with the customer, the 
solution scope based on common practices for delivering certain types of information technology 
services is interpreted as being inherent in Hills teachings since the organization (i.e. 
''customer'') that is utilizing the program will have a service agreement (i.e. permission to use the 
software) when it implements "determining a solution scope'\ The "common practices'' are the 
steps of the program, (column 1 line 53 - column 2 line 10 and column 3 lines 10-65) 

-Regarding the limitation of "mapping the customer's existing equipment to lowest level 
abstractions of architectural building blocks in a technical model'' Hill discloses mapping 
information technology elements and organizational elements (i.e. "customers equipment") into a 
hierarchical list. Regarding "the technical model describing people, processes, tools and 
information used to deliver specific services to customers", these are all inherent in the 
information technology elements and the organizational elements, "the architectural building 
blocks comprising architectural components that are sufficiently modular and bounded to be 
described as self-contained entities" is also anticipated by Hill since each element is inherently 
within itself a "self-contained entity", (column 4 lines 35-55, column 6 line 64 - column 7 line 
10 and column 9 lines 1-55) 

Regarding "creating a list of design objects as a function of the solution scope for the 
technical framework, the design objects based on logical groupings of architectural building 
blocks, including software and hardware components", this is also interpreted as Hills teaching 
of the hierarchical list as mentioned above. And regarding "designating relationships between 
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the design objects as a function of the solution scope and the specific set of information 
technology services for the customer'', this is interpreted as Hills teaching of establishing the 
representations for the information technology infrastructure, (column 4 lines 1-7). 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claims 22-24 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. MPEP Section 2 106(IV) (C)(2) (B)(2)(b) mentions that a statutory 
computer process is determined not by how the computer performs the process, but by what 
actions the computer performs to achieve a practical application with a useful, concrete and 
tangible result. The mentioned "technical framework" is an abstract idea which has not been 
sufficiently contextualized to appear as a practical application with a useful, concrete and 
tangible result. Furthermore, the claims appear to be a program per se which consists of software 
instructions without a tangible output result that is conveyed to a user in a real-world application 
of the tangible results. Independent claims 22-24 are non-statutory because applicant is claiming 
an intangible software program per se and because they do not claim a practical application with 
a tangible resuh. (see MPEP Section 2106(IV)(C)), 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
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application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir, 1985); In re Von Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969), 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

9. Claims 22-25 provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-23 of copending Application No. 
09/875,863. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the present invention is directed to a method for 
creating a technical framework for use in delivering a specific set of information technology 
services for a customer, while the pending application is directed to a method for designing an 
enterprise service delivery technical framework for a customer. Furthermore, both applications 
are directed to concepts for determining a solution scope, mapping existing customer information 
to architectural building blocks of a service delivery technical model, and designating 
relationships between design objects as a function of the solution scope. 

For at least these reasons, it would have been obvious for one of ordinary skill in the art 
that the concepts for creating a technical framework for use in delivering a specific set of 
information technology services for a customer, and designing an enterprise service delivery 
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technical framework for a customer of the present invention as in the application, are not 
patentably distinct in so far as the specifications of each application support the identical critical 
features noted above. 

10. Claims 22-25 provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 25-30 of copending Application No. 
09/875,865. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the present invention is directed to a method for 
creating a technical framework for use in deHvering a specific set of information technology 
services for a customer, while the pending application is directed to a method for using an 
enterprise service delivery technical model to develop a technical framework to provide System 
Management services to a customer. Furthermore, both applications are directed to concepts for 
determining a solution scope, mapping existing customer information to architectural building 
blocks of a service delivery technical model, and designating relationships between design 
objects as a function of the solution scope. 

For at least these reasons, it would have been obvious for one of ordinary skill in the art 
that the concepts for creating a technical framework for use in delivering a specific set of 
information technology services for a customer, and designing an enterprise service delivery 
technical framework for a customer of the present invention as in the application, are not 
patentably distinct in so far as the specifications of each application support the identical critical 
features noted above. 
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Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12, Claims 22-25 rejected under 35 U.S.C. 102(e) as being anticipated by Hill et al (US 
Patent No 6,670,973), 

Hill teaches a method, a technical framework, a computer readable medium comprising a 
program, and a data processing system all correspondingly and operable to deliver a specific set 
of information technology services for a customer, comprising the steps of: 

determining a solution scope for the technical framework to be created, the solution scope 
guided by an information technology services contact with the customer, the solution scope 
based on common practices for delivering certain types of information technology services (see 
at least, column 1 line 53 - column 2 line 10 and column 3 lines 10-65); 

mapping the customer's existing equipment to lowest level abstractions of architectural 
building blocks in a technical model, the technical model describing people, processes, tools and 
information used to deliver specific services to customers, the architectural building blocks 
comprising architectural components that are sufficiently modular and bounded to be described 
as self-contained entities (see at least column 4 lines 35-55, column 6 line 64 - column 7 line 10 
and column 9 lines 1-55); 
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creating a list of design objects as a function of the solution scope for the technical 
framework, the design objects based on logical groupings of architectural building blocks, 
including software and hardware components (see at least column 3 line 34 - column 4 line 35 
and column 9 lines 1-55); and 

designating relationships between the design objects as a flinction of the solution scope 
and the specific set of information technology services for the customer (see at least column 4 
lines 1-7). 

Conclusion 

13. Applicant is advised that the above specified citations of the relied upon prior art are only 
representative of the teachings of the prior art, and that any other supportive sections within the 
entirety of the reference (including any figures, incorporation by references, and claims) is 
implied as being applied to teach the scope of the claims. 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extensioh of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1..136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramy M. Osman whose telephone number is (571) 272-4008. 
The examiner can normally be reached on M-F 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



RMO 

January 6, 2007 




